April 15, 2019

Vol. 74 No. 7

Back to Bulletin Main Page

EUROPEAN UNION: Beware of Printouts and Be Careful with
Guidelines
Contributor: Francesco Bonini, Studio Bonini, Italy
Verifier: Claudia Csáky, Graf & Pitkowitz Rechtsanwälte GmbH, Austria
Mr. Bonini and Ms. Csáky are members of the INTA Bulletins Law & Practice—Europe Subcommittee.
In Deichmann SE (Deichmann) v. EUIPO, intervener Vans Inc. (Vans), case T-638/16, Dec. 6, 2018, the European Union General Court
(GC) confirmed the decision of the Board of Appeal (BoA) of the European Union Intellectual Property Office (EUIPO) to disregard an
International Registration (IR) designating the EU due to the opposing party failing to file a copy of the IR certificate or abstract from the
World Intellectual Property Organization’s (WIPO’s) Madrid Monitor.
Vans filed its trademark application, “profile of a sneaker” (no. 010263895, for goods in Class 25), with the EUIPO on September 14, 2011
(see No. 1 below). Deichmann opposed Vans’s application based on an earlier EU trademark (no. 06041081), “two diagonal bars on a
sport shoe” (see No. 2 below), and on an earlier IR designating the EU (no. 937479) (see No. 3 below). The EUIPO rejected the
opposition denying any likelihood of confusion and Deichmann appealed the decision.

The BoA dismissed the appeal and, in addition, held that IR 937479 must not be taken into account as a basis for the opposition. It
referred to Rule 19.2 of the EU Trademark (EUTM) Implementing Regulation (now Article 7.2 Delegated Regulation 2018/625/EU) which
states that a printout of the CTM-ONLINE database (now “e-search” database) is not admissible proof of earlier trademarks.
Deichmann appealed to the GC. It requested the annulment of the BoA decision, insisting on the existence of likelihood of confusion and
further challenged the refusal to consider the earlier IR registration. It stressed that it had complied with EUIPO practice and the
guidelines, pursuant to which abstracts or printouts of the CTM-ONLINE database were accepted up until July 1, 2012, (the opposition
filing date was earlier) as sufficient proof.
The GC acknowledged that the appellant’s statement was correct but stated that (1) guidelines are not judicial acts interpreting EU law in
a binding manner; and (2) the BoA must not base its decisions on guidelines which contradict EU regulations. The BoA was correct not to
consider earlier practice since Rule 19.2 of the EUTM Implementing Regulation stipulated that certificates of the administration, with
which the earlier trademark was filed and registered, had to be submitted in order to prove an earlier trademark.
Thus, since the earlier IR designating the EU was filed with WIPO, Deichmann should have filed an IR certificate or an abstract from
WIPO (that is, from the ROMARIN database, now “Madrid Monitor”).
Consequently, the appeal was dismissed on both grounds.
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